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for Patents, Box PCT, Washington, DC 20231, on the date 
indicated below. 
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PETITION REQUESTING ACCEPTANCE OF APPLICATION 
UNDER 37 CF.R. § 1.47(b) 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 



Maxon Systems Inc. (London) Ltd. ("Maxon") hereby petitions the Patent Office to 

accept the above-referenced application under 37 CF.R. §1. 47(b) on behalf of the inventor, 

Tony Whitley, who cannot be found or reached after diligent effort. In support of this petition 

applicant submits the following information: 
10/24/2000 LLAHDOM 00000005 09466315 

03 FCsl22 130.00 OP 

(1) Applicant has enclosed an inventor's declaration, signed by Jai Chang Yang, an 

Officer of Maxon. The inventor's declaration includes the full name, residence, 
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Tony Whitely 
09/486,315 

post office address, and citizenship of the non-signing inventor. The inventor's 
declaration was signed by Mr. Jai Chang Yang, an Officer of Maxon. 

(2) The inventor's declaration states that the inventor (Tony Whitley) was "an 
employee for Maxon Systems at the time of the invention. " The relationship 
between the applicant and the inventor is that the applicant (Maxon) was the 
inventor's employer at the time of the invention. 

(3) Applicant includes a Declaration Pursuant to 37 C.F.R. § 1.47(b) (Exhibit A), signed 
by Jai Chang Yang, showing that the inventor could not be found after a diligent 
effort. 

(4) The last known address of Tony Whitley is 26 Beaufort Gardens, Ascot, Berkshire 
SL5 8PG, Great Britain. 

(5) Applicant (Maxon) has a sufficient proprietary interest in the subject matter to justify 
the filing of the application. Enclosed is a declaration (Exhibit B) signed by Ian 
Harris, a Chartered Patent Attorney in the United Kingdom. Mr. Harris states that 
"... given my first hand knowledge of the United Kingdom Patent Acts, it is my 
opinion that the United Kingdom Patent Office or a United Kingdom court would 
award title of the invention to Maxon Systems Inc. (London) Ltd. 

(6) The filing date of the above-referenced application must be preserved to prevent 
irreparable damage to the applicant. On August 20, 1997, Maxon filed a patent 
application according to the provisions of the Patent Cooperation Treaty ("PCT"). 
The patent application was given PCT application no. PCT/GB97/02226. On 
February, 18 2000, Maxon Systems, filed an application in the United States 
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Tony Whitely 
09/486,315 

according to the national stage provisions of the PCT and the United States. An 
inventor's declaration was not filed at this time. On April 17, 2000, a Notification of 
Missing Requirements was mailed which stated that an oath or declaration must be 
furnished within one month from the date of the mailing of the Notification of 
Missing Requirements. To maintain the priority claim to PCT application no. 
PCT/GB97/02226, Maxon is required to file an inventor's declaration within the time 
period allotted by the Notification of Missing Requirements. Maxon Systems is filing 
the above-referenced application on behalf of the unavailable inventor to maintain a 
priority claim to PCT application no. PCT/GB97/02226. 

Applicant submits that all of the provisions of 37 C.F.R. § 1.47(b) have been met by this 
response. Acceptance of this petition is respectfully requested. 
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Tony Whitely 
09/486,315 



Applicant has enclosed a check that includes $130 for the petition fee along with other 
fees. If any fees are inadvertently omitted or if any additional fees are required or have been 
overpaid, please appropriately charge or credit those fees to Conley, Rose & Tayon, P.C. 
Deposit Account Number 50-1505/5496-00400/EBM. 



CONLEY, ROSE & TAYON, P.C. 

P.O. BOX 398 

AUSTIN, TX 78767-0398 

(512) 703-1254 (voice) 

(512) 703-1250 (facsimile) 




Eric B. Meyertons 
Reg. No. 34,876 



Attorney for Applicant 
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PATENT 



In re Application of: 
Tony Whitley 



Serial No.: 09/486,315 

Filed: February 18,2000 

For: COMMUNICATION APPARATUS 
AND METHOD FOR LOCATING 
STORED ENTRIES IN AN 
ELECTRONIC TELEPHONE 
DIRECTORY 



Examiner: Unknown 
Group Art Unit: Unknown 
Atty. Dkt. No.: 5496-00400 



CERTIFICATE OF MAILING 

37 C.F.R. 1.8 

I hereby certify thai this correspondence is being deposited with 
the U.S. Postal Service as First Class Mail in an envelope 
addressed to: Assistant Commissioner for Patents. Washington, 
D.C. 20231 , on the date indicated below. 



Date Deborah R. Powell 



DECLARATION PURSUANT TO 37 C.F.R. § 1.47(b) 

1 . My name is Jai Chang Yang. I am an employee of Maxon Systems Inc. (London) 
Ltd. ("Maxon Systems"). 

2. Tony Whitley is listed as the sole inventor of the above-referenced patent 
application. 

3. The above-referenced patent application was originally filed as PCT application 
no. PCT/GB97/02226 on August 20, 1997. 

4. The above-referenced patent application was filed in the United States on 
February 18, 2000. The above-referenced patent application was submitted 
without an inventor's declaration. 

5. On April 17, 2000, a Notification of Missing Requirements was mailed with 
regard to the above-referenced application. The Notification of Missing 
Requirements indicated that the inventor's declaration was missing. 

6. A declaration was sent to the inventors' last known address for completion, which 
has not been returned. I declare that I do not now know the whereabouts of the 
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7. 
8. 



inventor. 

The last know address of the inventor is: 26 Beaufort Gardens, Ascot, Berkshire 
SL5 SPG, Great Britain. 

I hereby declare that all statements made of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further 
that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such willful false 
statements may jeopardize the validity of the application or any patent issued 
thereon. 




Printed Name: Jai Chang Yang 



Date: 
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CERTIFICATE OP MAILING 
37C.FJI. 1.8 

I hereby certify that ibis c onen p ond eoce is being deported with 
the U.S. Postal Service as Hrtt daw Mail in as envelops 
mMrm* x *A ©: Aftlisam Connmssiona' for PattaO, Washington, 
D.C. 20231, on the date indicated below- 



Date 



Deborah R- Powell 



DECLARATION IN SUPPORT OF A SHOWING OF PROP RIETARY INTEREST 

1. My name is Ian Harris, I am a Chartered Patent Attorney in the United Kingdom. 

2. According to Section 39 of the United Kingdom Patents Act 1977 (reproduced as 
Attachment 1), "Notwithstanding anything in any rule of law, an invention made by an 
employee shall, as between him and his employer, be taken to belong to his employer for 
the purposes of this Act and all other purposes if - (a) it was made in the course of the 
normal dudes of the employee or in the course of duties falling outside his normal duties, 
but specifically assigned to him, and the circumstances in either case were such that an 
invention aright reasonably be expected to result from the carrying out of his duties; or (b) 
the invention was made in the course of the duties of the employee and, at the time of 
making the invention, because of the nature of his duties and the particular 
responsibilities arising from the nature of bis duties he had a special obligation to further 
the interests of the employer's undertaking" 

3. I have read the inventor's declaration signed by Jai Chang Yang (a copy of which is 
enclosed as Attachment 2). The declaration is made by Jai Chang Yang as a 
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representative of "Maxon Systems Inc. (London) Ltd. ("Maxons Systems"). The 
declaration states that Tony Whitely "worked as an employee for Maxon Systems at the 
time of the invention." This declaration also states that Tony Whitely "made the invention 
as an employee of Maxon Systems in the course of his normal duties or in the course of 
duties fo»™g outside his normal duties, but specifically assigned to him, and the 
circumstances in either case were such mat the invention resulted from the carrying out of 
his duties." 

4. 1 have not personally verified the statements made in the inventor's declaration signed by 
Jai Chang Yang identified above. However, assuming that those statements correctly 
reflect the circumstance of the making of the invention and given my first hand 
knowledge of the United Kingdom Patent Acts, it is my opinion that the United Kingdom 
Patent Office or a United Kingdom court would award title of the invention to Maxon 
Systems Inc. (London) Ltd. 

5. I hereby declare that all statements made of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of 
the United States Code and that such willful false statements may jeopardize the validity 
of the application or any patent issued thereon. 




Ian Harris 



Date: 



Ortr1 0 *rW.2jCZX) 
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PMTl t SEcnon38I 

*Mtta Co months from the date of the order if made by an old proprietor aod four 
inuMhs g made by a Suing licensee. These period* are, however, cxteariblc at the 
Ca^TOlte's cfisaetioo under rale 110(1), for whkfi see pua. 123J& Since the 
it to be aade directly to the new pr o pi i ccat , no fbnn & specified for the 
rapescNora itreqoircd that the Comptroller be ooti^ chough it 

maybe undent to do so, bnt the request woold tea become of public record on the 
wot the patent Jbrfe 57 b analogous » rale 9 (repeated at parx 3.04 and 
d a nn ifti aipera. 1105). 

. *y tefcitnce to the Comptroller, either by te new proprietor or the person 
*eH^flcaice,is»bemad*<»PF 

at para. 3MB). Tins nde Is aoah^om tomb 13 (reprinted at pan. llin 
and Aancd la pan. 1L0& 



Employee? mmnens [Seakas 39-43] 
39.01 SECTION 39 

B%bc to employees' inrentions 

38.— (1) Notwithstanding anything in any rule of law, an invention made 
by an employee shall as be t ween him and his employer, be tt krn to beiong 
to his employer for the purposes of this Act and all other purposes if— 

(a) it was made ia the course of the norma! duties of the employee or 
in the course of duties faffing outside his normal duties, but 
specifically assigned to him, and the circumstances in either case 
were such that an invention might reasonably be expected to result 
from the carrying out of his duties; or 

(b) the invention was made mche course of the duties of the employee 
and, at the time of making the invention, because of the nature of 
his duties and the particular responsibilities aming from the nature 
of his duties he had a fecial obligation to farther the interests of 
the employer's undertaking. 

(2) Any other invention made by an employee shall, as between him and 
Us employer, be taken for those purposesto belong to the employee. 

0) Where by Tirtoe of this section an invention belongs, as between hun 
and Us employer, to an employe*, nothing done — 

to by or on behalf of the employee or any person daiming under him 

for the purposes of pursuing an application for a patent, or 
<W by any person for the purpose of performing or working the 
invention, 

•kaDhe taken to infringe any copyright or design right to which, as 
between him and Us employer, his employer is entitled In any model or 
rionunrut relating to the invention. 

M«r. Sabsamco (3) w» inserted by Schedule 5, pari. 11(1) [1983], with effect from 
January 7, 1991 (SX 1990 No. 2168). 
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[Part I Seams 39 

Commentary on Sscnm 39 
Qeneral scape of previsions for "employees' inversions'' (it 39-43) 39.02 



Section 39 is the tot of a group of seasons (ss» 39-43) headed "Employees' 
Inventions". This group: defines a self-contained code for determining uwu itfiip of 
40, ^invention" (s. 39); msnlatca dmxmstances in vines it would be "jasT for an 
employe of such an "employee" to rnakft payment^ coriously termed "compens** 
tjon*, to that employee finr chc benefit which the employer has derived from a 
-patent" winch has been granted for an "Invcntlonf made by the "employee'* (s. 
40); lays down guidelines for determining the quantum of such compensaaon (s. *!); 
r gn rfcr? unenforceable certain Hatran In eontzatts of employment vtddhr used 
befbre 1978 (s. 42); and limits the applicability of this group of sections to 
inventions made on or after Jane 1, 1978 and by pecans "mainly employed" in the 
United ^mg**" (indndxng the Isle of Man). Some of the words in quotation marks 
ut the p r e ceding sentence are defined in secdon 43 (which is, in eftetf , a mini- 
interpretation section of ss. 39-42) and in section 130(1). These d receive 
discussion below and in the commentaries on the fbOowmg sections 40-43, 

the provisions of section s 39-43 were summarised, from the point of view of 
industrial relations, ia a paper by Susan Cox ((1991) 3(1) IFB 2). 

Scope of section 39 39-03 

Section 39 is a provision of substantive, rather than procedural law. It has effect 
in relation to the settlement of entitlement disputes under section 3 t 12, 37 or 82; 
and to the question of "compensation" under section 40. It relates to tights in 
inventions made after June 1, 1978 (s. 43(1)) by persons normally resident in the 
United Kingdom ($.43(2)), and has effect in rrianon to "patents and other 
protection'' generally irrespective of where or how granted, sec section 43(4) and 
para. 43.05. hi ail these matters it must first be decided who is the "inventor*, a 

rstion on whkb the Act gives very little guidance, sec para. 7.06 and the ankle by 
P. Uoyd noted therein- Section 39 then settles the question of ownership of 
inventions made by persons who are "employees***, as between an employee and his 
"employer", provided that the invention was made by a person "mainly employed" 
in the United Kingdom (5. 43(2), as discussed in pan. 43.03). 

However, section 39 has no effect upon the ownership of Inventions made before 
June L, 1973 (s. 43(1)) and is therefore entirely inapplicable to "existing patents". 
The resolution of employee/employer disputes in relation to such patents continues 
to be determined under section 56 (19491, see paras. A056.03-AGSfi.Q9. There are 
po provisions in the EPC, CFC or PCT relating to ownership of patent rights in 
inventions made by employees. These remain to be determined by individual 
wtional laws, generally (It is believed) applicable only to persons normally 
employed in the country in question. By the same Token, section 39 relates to the 
ownership of patent rights anywhere in the world rcandting from an invention made 
ty * person who, at the thne of making the invention (as to which, see pus. 7X6), 
was "mainly employed" in the United Kingdom (sec para. 43.03). 
dI c& ? & 39 also has no applicability to Inventions made by non-employees. The 
opposition of patent rights arising from inventions made by such persons, however, 
remains subject to possible contractual obligations, for example in the case of 
2*^*1 work commissioned from a non-employee. A contract between an 
employer and a third party concerning the disposition of patent rights of employee 
"ycations can have no effect on patent rights which belong to an employee under 
°$ccdon (1). That contract may then become incapable of fulfilment, the 
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Part l^piON 39J 



c o n s cq u encea of which wfl, <wpmri upon the default pro visions therein and tttc 
docttuie of firustrarioo en the Sm of contracL 



39JM Afex/ti/uj of '^vemcn'm stoats 39-43 



"Invention" (as nsed a 1 39) is a arm dearly wider than "patentable (or 
patented) invention*, but is not defined: sections U 125 and 130, inter aBa, deal only 
with urventiom fgy which agwaiimfi r the Atf has been applied to or granted, h 
JfeioZPr AppSenaan (pSO) DC 213), it was held that "invention" as used m 
section 8; fmrnmpanrs ■yji a nhh subjea-matter, whether became already 
known or because eanvjea^amdtdEcoaiheandrftof the Act(e£ by ss. 1(2), 1(3) 
or 4(2)). For the purpoocs of wrttoo 39, it is airmateriai whether a patent 
application has bees filed or net Note die phrase in the introductory part of 
snbscction (1) "tot . , . < At napese** and the reference in section 43(4) to 
*ocher protection 1 *, paxticoeady sow that this provision had been drncniWi specifi- 
cally to relate also to section 38L sec ptrai 39JL3 and 43J}5. 

This wide meaning of ^ra&uT may well encompass many "suggestions* 
* submitted by employees oader lunpaiiy suggestion schemes* Care should, there* 
fore, be taken to msurc that say rales of $nch schemes pt gpcnmg to r eg ol atw the 
ownership of the hut""™ remain in harmony with die provisions of 

section 39. The effect of seen 42(2) may abo need to be considered, see pan. 
42JB, and of section 420H see pata. 4104. Although not a section 39 case, the 
nam re and effect of the !v of confidence in relation to suggestion schemes was 
examined in Prout n Briibk Gas (p992] FSR 478). 

39.05 Meaning of ''employ" praam 39-43 

"Employee" Is defined itx (he purposes of the Act In section 130(1) by r eferen ce 
to a contract of emptoymeac a dc&nicn doseJy similar to that insertion 153 of the 
Employmeot ?rotecaan (GsBsafidanon) Act 1978 (c 44), bat this definition was 
extended by the Aimed Faces Act 1981 (c 55), by amendment of section 42(4) and 
130(1) by adding the weeds iha e a> "or a person who serves (cr served) in the naval, 
military or air forces of the Gown* (see paras. 4101 and 130.01), thereby equating 
members of the armed fbtces to empl o y ees [of the Crown] for the purposes of 
sections 39-43. 

Also, the 1988 Act defines "eantoyee", though for die purposes of copyright and 
design law only, as xtiuiag employment "under a co ntra ct of service or of 
apprenticeship" (ss. 176 sod 263(1) [1988]), thereby raising a doubt as to the 
position of apprentices in rebneo to the ownership of inventions made by them, 

39-06 The status of the inventor as enpkyct 

In most cases, the status of the inventor as employee is not in doubt, but riiffiffllt 
problems can arise with regard m (Brecon Parsons v. Parsons, [1979] FSR 254), 
who are not necessarily eopkqees (Fen's Founts, SRIS 0/46/94) and also with 
consultants, and the rnocaangORnber of "home workers". In such cases one most 
first determine if there is a contract at all, and then, if so, whether the contract is 
one "of service" or "tor sanoaT. The question is one of law rather than fact 
(Devterv. Presbyterian OmkifWeks, [1986] 1 WLR523; [1986) IBLR 194 (HL)). 
An equity-holding partner in a fins is an employer of its staff and cannot therefore 
be said to be employed by tf tioseit bat the ownership of shares in a company, 
even by a majority dorehoida; is irrelevant as the company is an equity quite 
separate from Its members (Uomor v. Salomon & Qx Ltd, [1897] AC 22 (HL)). 
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(Paw 1, Section 39 

W dfcen tbc otnl difference in treatment of emp loy ees fa tax nd nat ional 
g ut^mico ptixpcsesv as well as for entitlement to social security benefits and 
&*' SSovnicnt proeecxiott rights (&$ as rrgnnh inlunriancy, unfair ifUnhnI, health 
W ^3$fffety yiuwiiiOTF- jrnTrrritrn of n iy nrlifrn tttn rrnpffiynr hfrnrnrr nnnlrnTff nr ), 
p.: y^gm ^o(iy of case la* on the point baa built up in employment bar. To summanse 
!£ f ™f~ ^ hevond eke scope of thb oammcntaxy* bat in one of the leading cases 
I jj& « T^use * «*> D»I Q» » C19PI 3 Afl m 456 (CA» it «ae said 
It Wb order to detenmac employee status, afl aspects of the mtartrwhtp must be 
€ ISaidcred and ao single factor is in ioeif decbhe. Onesochftanrstbelabetthe 
§fc ^d»Aesudvts par on the relationship (Narich Prepay v. Grot of fay-Boll 
*l W fJW4|ICR285(FQ. Mowing Jfawjr v. Own I^tiounwct p9W] 1WLBL 
IS n 7781 2 All ER 376 (GA)). No single test la adequate in all drrnrnwancry eg 
fe". lJfa 0 older "control'* or mastera od -a civ ant test, but unready cents favour the 
Ur' "Jf^jjgd "eccmamie reality (or "wattiT) test, see Let ling % Chung Qt> 
((1990] 2 AC 374 (PC)), afthoogh that case involved compensation far 
attwrf flveg injury where the plainiiif wished to be considered aa an employee, 
tbereas die opporfte may be true in a case under section 39. The question in its 
gfoptcrt form is whether the person doing the work h in boaSncsa on bis own 
ggeoust or noc and whether there are mural obligations between the alleged 
«mployer and alleged employee, 
^ses in which it was held that that a creator was not an employee at the relevant 
S;; fac are; CcffefjRc&stertd Desi&is ([1982] FSR 227), where the desigperwas at the 
|>T ^ipte only a partner In an Infonnal pa rt n er ship nnder no trust obfigatson thereto or 
# a company i n corp ora ted only snbseouentty, and Omet fount (SRIS 0/22/88), 
^ where a referrer (ia a. 37 proceeding) ailed us prove that the patent proprietor was 
§5l£ so employee at die relevant time and where it am>caicd thai die allqtf enrjoyer 
company had not then been incorporated. In SabhccTz Applications (SRIS 0/3/51, 
f- nmcd IPO 14101), the refcrrer in enrrriemenr pavrx tilings failed to prove that he 
had made the invention daring a short period when he was unemployed following 
^ redundancy from* and liquidation of. ho former employer and htsrs-engagemeur by 
. lho successor thereto. 

Where an smpicyee is seconded by the employer tn a third party then, in the 
3& ■ absence of a contrary agreement, his/her inventions will in the encunmances 
3£ described in subsecrioo (1) belong to die employer and not to the third party, 
although of couzse the employer is tree to assign aO rights in die invention to that 
thW party (Defence Tcduutiagf* Application, SRIS 0/77/93, nosed TFD 16124). 

Ownership of employee inventions £y an employer 

. 

—Vie basic rule 39.07 

* ; 



3p TIic introductory phrase of subsection (1) simply sweeps away any rule evolved 
^ Under the comma law before June 1, 1978 (flanis** Fount (1985] 8PC 19). Tins 
renders precedents decided under the common low of no ittV**'"* for subsection 
wfr) cases and of only limited help in subsection (l)(b) cases. Hie tonal situation 
*a be proved nder subsection (IXa) either by reference to the employee's 
ikSTn f * lties,# * te "^P^cificaUy assigned to him*, whereas sobsee- 

~? ('Kb) provides a third gateway through which an employer can dahn rights, by 
nrerence to die employee's "particular responsibilities'* and an ensuing "special 
?.~ ^I ? ln p n " though stiD provided that the invention was made within the scope of 
f of that employe. 

Jr' | j )0 J^ugh the qootion of anas of proof under section 39 is not free fian doubt, 
unfay* '* ^ m» employea ■wfll own his invention by viitac of subsection (2) 
nit eicpiofer an prove that the situation under either pan of subsection 
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Part I. Sfttton 39] 

(l)(a) or tinder s u bsection (l)(b) exists a Ucl However, in entitlement proceeding 
under section 3, 12, 37 or 32, the Comptroller holds the view chat :he lefeu et has 
the anus of proving its c a ntrutiuu s. Thb view, based en section 7(4), ic when & 
potest sppfarinn has already been Sled, is open to the criticism that it overlooks 
die effect of section 39(2). It is submitted that Abetter view, supported by Harris 1 ! 
Patent (sapto\ is that when section 39 isonder consideration, the onus should be on 
the employer to show that the facts c or resp on d 9 one of the situations in section 
39(1) irrespective of whether it was the employer or' die employee who was the 
applicant of the disputed application* 

For each of the three gateways of subsection (1) a two*stage inquiry is required, 
the fits sage bring broadly ennnrmn to each of these, viz. the establishment of the 
actual dories of the employee. The second sage "a then: (In both parts of subs. 
(1) (a)) enmirtm rf on of the cramstanccs a which the invention was made; and (in 
»bs. (l)(b)) consideration of the particular rtspcnsMhles and obligations of the 
employee, As Harris (supn) shows, the Comptroller or court will not be satisfied 
with job titles bur win "lift the veil'* to establish (he dmflrd fact*. 
These facts win otrcn show that a person, though an employee, engages in a 
. n um b er of activiti es at different times, yot an those activities may be "duties' 1 of 
employment at sIL For wamplr,, the position of univenicy lecturers Is particularly 
obscure in relation So their research activities if (hey are engaged primarily to t^ad t 
with spare dme allowed cor research, but no obligation to cany h out. The position 
of such persons was discussed by W, R. Cornish in in university iimovarionr 
The HenAd Smith lecture for 1991" ([1992] 3PR 15). 

Subsections (1) and (2) are mutually eadnsne as between employer and 
employee. It is submirted that this overrides the Comptroller's discretionary powers 
under sections 8 and 37 to grant a patent to joint pxnprietors where these would be 
employer and employee and confirms the position unto the 1949 Act, as decided in 
Patches x Stemtg ((1955) 72 RPC 50 (HL». However, ra Szua ' Application (SRIS 
0/27/88, noted IPD 11014) (decided under & 37), ownership was awarded to the 
employee, bur with a free Sconce under she patent oo the employer* The Comp- 
troller stated that joint proprietorship was unattractive, bur did not suggest (as it 
seems he should have) that the law precluded this. 

In Peart'x Fount (SRIS QO09/87) the Comptroller did not accept an argument 
that conception of an invention outside working boors fell outside the scope of an 
employee's duties, while acceptin g that the invention vas not made in the course of 
the refierrer's normal or specifically assigned duties for the purposes of subsection 
(IX*)- decision can be criticised because, for the purposes of subsection (l)(b), 
it must first be showo that the invention was made in the course of the duties of the 
employee, before pi o c *frfing to focus on the "specai obligations", ie. more than 
the general duty of fidelity. 

t The Comptroller has been prepared to hold (in an uncontested case) that al 
rights in an invention belong to the employer when the inventor had apparently 
been employed to carry out duties relating to the invmrioft (Tmenoi Laboratories' 
Application. SRIS O/45/90, noted IPD 13141); but m BamWs Application (SRIS 
0/149/92), he was careful to find that the invention had been made in the course of 
the normal dories of the employee and was the type of invention which oould be 
expected to result from the carrying out of those duties. In Defence Technotogi's 
Application (SRIS 0/77/93, noted IPD 16T24), the referrer Med to prove his 
invention was not made in those circumstances. In an interlocutory application in a 
copyright case, it was held not to be unarguable that "moonlighting* £alb within the 

Shrase "m the course of employment" (Mhsng Link j^wc v. Ma$ze [1989] FSR 
61), Decisions given by tfae Comptroller on entitlement and inventorship disputes 
prior to 1990 were rtrcwed by T. Z Gold ([1990] SPR 382), 
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^The employee's normal dutie s 39,08 

to Ham?: Patent ([lSMJ RPC 1% the "normal duties" of an employee were 
tteffned as ic actual dnties which he was employed to do. Thus, an employee's 
-normal duner * will be chose defined by ba contr a ct of employment, mdnding 
additional rams which may be implied, the duty of good feift and etnas which 
jjc incorporated from collective agreements between employers and trade moons, 
frcxp custom sod practice, and from ancilbxy documents such as pre-employment 
e mies pondegeft, engagement letters, handbooks, wria rules, octrees on nodes 
boards, etc !& Harris (sqpm), rt was held newer to have been pan of the <fatn of 
the employee a> cum his mind to solving ww-^ problems. 

fforrir *to settled the amtroweny over the scope of Che implied tgwg of an 
eiapic^s Any d good f^soineth^ 

pensive with, and does not go beyond, contracual duties. In this, Hams Mowed 
(/nfcrf Jtetf* * f dton and Manmon ([1974] RPC 1«) m which it was stated that 
the duty of fidefaiy expires at the moment che contract of employment ttm^h, 
tbcojh there is a continuing obligation not to disclose the employer's ^Ht^ n - nf 
alternation (Faccoufa Oudcen % fcwkr f [1986] FSR 291 (Ca)). ft should be 
noted, however, that contractual duties beyond diet of fidelity may be hspUed 
i/ttamerGoml v. Guardian Newspapers (No, 2), ([1989) 2 FSR 181; [19881 3 AO 
ER 545, the Spycatcher" case). V 1 J 

la Secretary ofStaxforDeftt'sAppIkaion (SRIS 0/135/89, noted WD 2063), 
the Comptroller saw eo distinction be twe en "officiaT and a nonzmT and, 
where research workers bad investigated whether a particular topic should become 
on approved research product, this was regarded as part of their ***~t In 
British Gas's Application (SRIS 0/17cV92)> the emploved inventor was unsoKcnfai 
ia his dans a> ownership. Some yean after he had left his employer's service 
oMion and while working on his own initiative, though with the knowledge of the 
employer and using the employer's materials, the invention was made. The inventor 
reported this and suggested the filing ot a patent application. In these circumstances 
the i inv ention was heid to have been made during che course of the investor's 
JJ^^^. 1 ^ 5 "^ to Greaser Glasgow Heath Beard's Application SRIS 
0/136/94), the inventor was employed as a clinical hospital registrar and research 
ttcflihcs were aade available to him. ft was held that his normal dnties 'm aid ed 
trying to improve patient treatment and that this included «™^iH»rnig the tnodifica* 
ilea of an existing ophthalmic instrument 

—Outies specifically assigned to employee 39.09 

Ia|tortffly of State for Defviu's Apu&aton (SRIS 0/135/89, noted IPD DOG), 
^peoflcally assigned duties were stated to be duties whidi are nor the standard or 
wejya^r dunes tor which a person is normally employed Given that it is an anplied 
^^L?**™* o£ fiI »ptoymettt that an employee must obey lawful ortiec, and 
jw an orter to carry out dnties outside the contract is a breach of that contract and 
»^tttlawu4 (unless an employee agrees and there is some consideration to 
«jW»rt the consensual variation), an employee who carries out specifically aemed 
tutwL y* ?XOtft$t twrm S V* Position may not be caught by subsection 
i* Aoj, and see para. 3902. For a discussion of an employee's duties &Umg cmide 

(I I So? e5 R ^ ^ spcdficaJly as »* ncd * 1** *c artide by TSicusson 
Performance of normal or spedficaOy assigned J'ritr 39.10 

uWw* ? f undcf ****** (l)(a) is concerned with whether 

pwtotmance of the duties, as established in the first stage, is expected to result 
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In „ bnention. Hams* Jtenf 01985] RPC 15) seated Ithat the words -« 
Invention" have a aanww ■oniag than "any invention, to m wider ampe 
to fero*a the s^cTaf Ac dispute". Box * » sdl ^"T'b* 

Ration, axe decisive, ta^kfrt or *«P^£22? 
2«ojomtioa is it* date rfcannenaanent of the tea m quejom or tte date 

*^isarSe^sub«rM (1)(») achieves ** fesal l? had b 5?S ched 
by liwS the omane.^ Sbeit by a different tome. Thus. mZUatte^ 
Hudson msriX FSR 312LidaosB in a contract of employment ™«' ta * B » 
^^todoine^prfan employee's invent wadedared vgd» being 
Sdertoi required mwb« tbclaployer's le ginm» atceg an d ttercfa e 
St^lkScS a*! fciesn** of trade, in effect fer ^be^aarkedo 
SSSflwn^iuraarian me performance of the employee's duties. On tba 
basis fonner pr»rH »nrc say safl have some persuasive ratae. 

39JI —Employees wA speddobB&aons 

Subsection (l)(b) prondes the third pteway whereby aa employer can establish 
ownership cfWUS«-de by an «Pj^^ 
made the course of tae<te of Che enmjoyae". The* a ^* e 3™ 
most be one who, at the refcrant time, bad a ^. oU ^»^£2fe 
arising from the nature of Mi dories and respwisMtos. ® < ^* e 
the employer's — He emission o( "nornaT a the reference to duties 
^dSa^^te aad»amr«t to subsection (l)(a). Sobsecoon (1)<W dearly 
coven emdeyecs inseiiktaatageaent^e dunes arc not » defcablc a 
to make "normal" measaesu in relation thereto. Thta, a rWi Pawn* pKI5 
O/209/87). a works manaar wa* held not » have dBcbatged the onus on ism to 
show that he did not have « <**&tion which extended » an indention he made at 
a dme when he had been instructed not to involve himself m research and 
development matters. However, just how far down in the 
organisation one can go befere an employee will T™**J^***E££ 
(l)(b), hrespeeove of las feentkttS being covered by sobsecnon wui away* 
be a difficult Question. _ . ... 

In D^ Tcchnclcff'sJppBamon (SRIS 0/77/93. **d TO ^J-*^ 
arade employe* was secoeded to a toy pesirion in the argamsatron of a third party 
and made m invention, the ownership of which he dSsfrated There were aownften 
provisions as co ownership of inventions by the employer, ttaemployee or*e«ind 
party. It was held that *e employee owed a spec^ (rfa^^ » to^s« to 
employer's interests and- that, on the balance of prcWnhnes, 4e anpkjyer wji 
nave assigned the rights oner the invention to the tad P^-Tie fact that, shorty 
after making the mvearion, the employee became employed by the i ttad parry 
wimouTanyVeal change in Ins job dudes bnt under acontrao which <f**»"2 
ownership of invennons, ssppcrted die finding that the invention made during the 
secondment should also betarg to the third party. 

In too* and Pap*'****** (SRIS 0/143*4). & 
managing directorT of a coapany- Ahhougb the normal Anies of each of Jem cU 
act £t the making of awenrions, their ettcutive potmen to such that tnor 
Invention rights were owned by that company. A less dear case of an 
having a special obligation » father the interesa of h *«¥^ 1 l '?? mc 
leniency and execniWclevHisibuides is Saung's /taw (SRIS 0/131/94). 

39J2 —Employee holding imadon on constructive trust for employer 

Where it is established dm the employee is entitled to me benefit of 
held on trust fox him by ae employ er. the common law of eoiistrucnve trusts wm 
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ootne into tetx. » dhcnssed in the book by J. Phffipg and M. 1 Hmhhm 
a trust the eogyee « only am irbe^firtTirSlS 

ptoiecdnc tl* invention, as wm required in Hbtdmadk and JAm^jhmSL^Z 
services ol a eapteyec beyond the scope of his aonaaJ „ ~~ 

Application ofxaum 39 to particular cases 

eomm^ « «*> 37 at pan. 37.12, but «lSoWS£ Z£mJ5 
Kction 39 to members of the academiesta2 rfiiZSv:!:™^ 8 ^ 
r. Cornish, see nan. MJJ7 .l^T^i, * aaa been dtenoed by W. 

Decisions under Ac common law 

generally concerned to deten^ 2 a tot J^SSi^ 

-a the coune of enalovmen? to? S^f* "J*****^ i^floa *» 

Gained tha^he pte^i^f d ? adcd «•« {1949D. ft is 

waning. WhetSS^^ ^^^^fo^'v? 1 ^ 
of oumcaw labour law eS toSSSS? *™ ^ 

employees' acts, and j* ckS boSTm wfrtWS!* te ** 

or implied, feajwea act apwui * c of authorisatioa, express 

Veominaaan of inventor awnerzhig dispuxs 3 

^fayerow««ril (ac^nunatioa of question of entitlement). Santoee- 
57^3^ «a -«ta«g patents" are reached under ST* 

m tne eonmenariM 

**^^bTS^^ 'T^r^ *P«» with, or bemeen, 
iopon^ ^A^^^^?^ Pnxedmes. If £s i, to be done??* 
and ^~,n.. P ro<xslli r e » ased by the employer should be fair nnr 
"Jjgoenfly comply with inks of naTurai justice/ ' **** 



39.14 
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oIcnlarrH or likely to destroy c* seriously damage tke implied (or express) 
obligation of trust and confidence between employer aad ancloycc, see United 
Bank Limited v. Akhar ([ISA] BUB. 507 (EAT)). The application of this implied 
term can prohibit actions which wodd on the face of the contract be legitimate tar 
die employer* and ia so Car * m express oontracmal term ghres aa employer a 
discretion. It should oot be nrrrrnrrl in a capricious way, see White w, Befleainz 
Boadstuds Limited ([1591] UtllBl (EAI)). 

In an interioaitory case, Sam* British Airways (£1992] BLR J7S), the Court of 
Appeal stated that there was an contractual duty of "good faith" on the 
fiiiiphiyct, in [in* i ing frxr deafiogwah employees* and a breach of this duty could be 
restrained by an injunction, ft mxj t herefore be argued that the frrrt'^ 4 tenn 
enunciated is Akhtar, supra (mi possibly the implied ducy found is Aww) is a 
fen darn ratal term is the "rufifT <tf employmeat a breach of which gniiJlfi aa 
employee (with a qualifying period of service, currently of two years) to resign and 
eJaha compensation for unfair constructpe dismissal under section 57(l)(c) of the 
Employmeat Protection (Cooaottskm) Act 1978 (a 44% see in general Western 
Excavating v. Sharp ([1978] QB TO; [1978] 1 All ER 713 (CA)). 

39.17 Contrast with employer ownership of copyrights and design rights created 
during employment 

Sections 11(2) and 212(3) (1968) have effect respectively to pass first ownership of 
copyrights and design rights seated by aa employee "a the course of his 
employment" automatically to the employer, subject in the latter case only to the 
prior tight of one who commioned the making of the design. A topography tight 
is created in the same way as a design right, except that here the statutory provision 
may be varied by a written agreement (Design Right (Scmkoa duaor Topographies) 
Regulations 1989, Si. No. 1100^2.5). 

First ownership of registered designs is also now governed as Sor a design right 
(Registered Designs Act 1949 (t ffi), s. 2(1B) as inserted by $.267 [1988] and as 
reprmted in Scaed. 4, para. 2(!B) [1988}). K as seems to be dcaiiy the case, this 
abase is wider ia scope than the combined effect of the three gateways of s ec tion 
59(1), then decisions ia relation bd these other types of iatdbctual property rights 
win have no direct effect on the mtcrpretatioa of section 39. 

Conversely, having regard to the lack of definition of "invention" in section 39 
aad the presence ia the iatrodnooBy passage of subsection (l)of the phrase "tor the 
purposes of this and ail other purposes" (emphasis added), it may be that section 
39 has the unexpected effect id ratifying the ownership regimes in die above* 
mentioned Acts aad Regulations 2 the design or copyright work can be said to be 
aa "invention"; aad this may be a dee to the interpretation of "other protection" ia 
section 43(4), see para. 43D5. 

Aside from the argument whether a design or copyright work is nevertheless also 
an "invention", a dichotomy between employees' rights is different species of 
intellectual property will often arise bom die same, or closely associated, acts 
leading to a position where, even though aa employee may owe patent rights 
because the employer is unable to cffahlnh any of the criteria of subsection (l\ 
nevertheless the employer may own roonatrri copyrights, design rights, registered 
designs, ete^ because these hare been created by the same employee "in die course 
of his employmeat". 

39*18 Employees' immunity under associated copyrights and design rights (subs. (3)) 

To alleviate the position set oex in para. 39 J7 f subsection (3) was added, aad an 
amendment made to section 43(4)1 & e l^ 88 Act (Sched. 5, pan. 11). Under new 
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subsection Q\ where by mmc of subsection (2) ao invention betas to an 
amp oyea, rather than co the employer, that nothing done by or w TbStf of the 

XT£ r,^ 1 ^*? ^ pnrpcsc . af P«fennmg or worJtins tbo incite. 
^i^^S. '^ nn .f, l ,° y ^gy"^ ^ m -ay model or 
SS^I? 1 ^ *• ^P*** * ««ined, rather man me cmpbyee. a seems 

WfLSli*" 1 ? ta «? i «0>*» «e include a reference tol^SdS 
b«apossibl^an«ic*ismat^ 

!Uglstere£De^Actl»^*jBie«ledbfd»iSWAa. 

prevent amb^ees from cbamng patents on their own inventions. Aha? new 
wh«cdoa OXW a presumably miended do provide a deface hi my action far 

which Aeenndqrer it eatakd Wr, n* provision may not be » wide as it 
seems at am agbt It is deady intended to apply to copyrights of which the 
oopfcyec » ajesuon is the saber (designer) but, as regards doamats or models 

perhaps be angu "between ttaftbc employee] and the employer*. 

Tho amendment to section 43(4) ha the effect that aayiSaee to -pateai- la 
^JS^fSJS a >t entcrodie rjroietao B ' > granted, whether naderthe law 
7 ^ P^mion a ( fanned ftmher in para. 

43.05. However, ja iq appljcatsan to section 39(3) (the word "aatear* not appearinz 
otberwoe a j-39), it is diffla* id see how United Kingdom law em effecdwW 
provide i defence to an .action brought in another country far inttanement of an 
tatefecro4propmy tight in that cosntry unless periun» a Uinted En^ court 
would grantan injunction against the employer entity to prevent it ftom seeStiaz to 
assert its mrcqn >rtcctlon" contrary to section 39(3)(b). as extended bisection 

LISS* 00171,8118 («» f«p W « aot -granted", tfae^romon 
may be inenxctrfe anyway, see para, 43JJ5. 

PRACTICE UNDER SECttON 39 

Aeepinf of records 30j p 

a Whether sec tion i39(l) applies to an invention made by an employee depends on 
td < ^^^ CC f a f w* made. In the intend of both employer 

tod employee, it a most (feasible to set out in writing the emnk^'TZrLl 

£jf *• « n P 1 °y« ■«* VecW dnries or .MgatioXBTrecord any 
change id i the employee's normal duies and when any c^duties are specifically 
i^ed thereto with the employe* consent, as well as the enucleation therefor. 

it must be a tpaaoa of fact whether an employee niigfe reasonably be eaMcted 
to make atveotjons in carrying oct fcttfer nomai. or usigned and acosptedTdnrles. 

T~? 01 *« past experience «{ me employer as to whether a particular ebss of 
JJoyeeC** sales engineer) has made, or been expeaed m n^ mvendons as 

liZT 1 ■ anjiag 001 ** QB P lo 7«»'s normal duties mkht be relevant in 
^tennmuig enrxxship of the imennoa. 

Sled. ^T^ulfT 2 ^ ^ 1x8 a P* 1 ^ sPPHoxion is 

of^*^ e °^ 0yee ' ,aveatar ^ *** » a dedaratio/as to aVc^oshlp 
mvemion. la any event, passed records of inventors should be tnamraincd 

3K: tSS" - 40 - 01 A* atteBtt «»»y *• nude to da(m Inventor^ many years 
the appdeaoon was filed, see para. 13.10. Papers by JL HbcamiswkSe 
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&°9* rL~yr(QS86) VoL 1.146 and 18?) contain mcftil hmo on the keepings 
tecoefc of e mployee iavcatoa, the hading of ownership claims, and tbe 
■luux y i u l J of employee uueutku. S prc aea documentation is provided at the 
end of oil wwocd paper. 
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Cui ip uMhm of employees far certain inventions 

4t^-(I) When it appears to tbe conn or the comptroller on an 
Hjfi^Mi made by an employee wkfam the prescribed period that the 
employee has made as invention belonging to tbe employer far which a 
patent has been grained, that tbe potest is (having regard among other 
things to the size and nature of the employer's undertaking) of outstanding 
benefit to the employer and that by reason of those fans it is just that the 
empl^ee should be awarded oomprusnkm to be paid by the employer, the 
court or the comptroller may amid bun such compensation of an amount 
determined under section 41 below. 

(2) Where it appears to the court or the comptroller on an application 
made by an employee within the prttcribed period that 

(a) a patent has been granted far an invention made by and belonging 
to the employee; 

(b) fab rights in the invention, or in any patent or application far a 
patent far the invention, have since the appointed day been 
aifffcnrd to the employer or an cechisive licence under the patent 
« application has since the appointed day been granted to the 
employer; 

(c) the benefit derived fay die employee from the contract of assign- 
ment, assignation or grant or any ancillary contract ( ,< the relevant 
contract") is inadequate a relation to the benefit derived by the 
employer from the patent; and 

(d) by reason of those facts it is just that the employee should be 
awarded compensation to be paid by the employer in addition to 
the benefit derived from the relevant contract; 

the conn or tbe comptroller may award him such compensation of an 
amount determined under section 41 below. 

(3) Selections (1) and (2) above shall not apply to the invention of an 
employee where a relevant collective agreement provides far the payment 
of compensation in r espe ct of inventions of the same description as that 
invention to employees of the same description as that employee. 

(4) Se bvrrion (2) above shall have effect notwithstanding anything in the 
relevant contract or any agreement applicable to the invention (other than 
any such collective agreement)* 

(5) Sit appears to the comptroller on an application under this section 
that the applica t i on involves marten which would more properly be 
determined by the court, he may to 4m1 with it. 
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PATENT 
5496-00400 



DECLARATION 



As a below named representative of Maxon Systems Inc. (London) Ltd. ("Maxon Systems"), I 
hereby declare that: 

The below named inventor worked as an employee for Maxon Systems at the time of the 
invention. The below named inventor made the invention as an employee of Maxon Systems in the 
course of his normal duties or in the course of duties falling outside his normal duties, but specifically 
assigned to him, and the circumstances in either case were such that the invention resulted from the 
carrying out of his duties. As an officer of Maxon Systems, I am submitting this declaration on behalf of 
the below named inventor, who cannot be found or reached. 

The last known residence, post office and citizenship of the inventor are as stated below next to 
the inventor's name. 

I believe that the below named inventor is the original, first and sole inventor (if only one name 
is listed below) or the below named inventors are the original, first and joint inventors (if plural names 
are listed below) of the subject matter which is claimed and for which a patent is sought on the invention 
entitled COMMUNICATION APPARATUS AND METHOD FOR LOCATING STORED 
ENTRIES IN AN ELECTRONIC TELEPHONE DIRECTORY, the specification of which: 

is attached hereto. 

X was filed on February 18, 2000 as Application Serial No. 09/486.315 . 

[ hereby state that I have reviewed and understand the contents of the above identified 
specification, including the claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose to the Patent and Trademark Office all information known to 
me to be material to patentability of the subject matter claimed in this application, as "materiality" is 
defined in Title 37, Code of Federal Regulations, § 1.56. 

I hereby claim foreign priority benefits under Title 35, United States Code, § 119 of any foreign 
application(s) for patent or inventor's certificate listed below and have also identified below any foreign 
application for patent or inventor's certificate having a filing date before that of the application on which 
priority is claimed: 



PRIOR FOREIGN APPLICATION(S) 



Priority 
Claimed 



PCT/GB97/02226 



PCT 



August 20. 1997 
(Date Filed) 



Yes 



(Number) 



(Country) 



N/A 



Yes/No 



(Number) 



(Country) 



(Date Filed) 
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I hereby claim the benefit under Title 35, United States Code, § 120 of any United States 
application(s) listed below and, insofar as the subject matter of each of the claims of this application is 
not disclosed in the prior United States application in the manner provided by the first paragraph of Title 
35, United States Code, § 112, I acknowledge the duty to disclose all information known to me to be 
material to the patentability of the subject matter claimed in this application, as "materiality" is defined 
in Title 37, Code of Federal Regulations, § 1.56, which become available between the filing date of the 
prior application and the national or PCT international filing date of this application: 

N/A 

(Application Serial No.) (Filing Date) (Status) 

N/A 

(Application Serial No.) (Filing Date) (Status) 



I hereby claim the benefit under title 35, United States code §119(e) of any United States 
provisional application(s) listed below: 



(Application Serial No.) (Filing Date) 



(Application Serial No.) (Filing Date) 



Please direct all communications as follows: 

Eric B. Meyertons 

CONLEY, ROSE & TAYON, P.C. 

P.O.Box 398 

Austin, Texas 78767-0398 
Ph: (512)476-1400 

I hereby declare that all statements made of my own knowledge are true and that all statements 
made on information and belief are believed to be true; and further that these statements were made with 
the knowledge that willful false statements and the like so made are punishable by fine or imprisonment, 
or both, under Section 1001 of Title 18 of the United States Code and that such willful false statements 
may jeopardize the validity of the application or any patent issued thereon. 

Inventor's Full Name: Tonv Whitlev 



Last Known Country of Residence: Great Britain Citizenship: Great Britain 

Last Known Post Office Address: 26 Beaufort Gardens. Ascot. Berkshire SL5 8PG 

(Include number, street name, city, state and zip code) 



Page 2 of 3 



Applicant's Name: Maxon Systems Inc. (London) Ltd, 



Name of Person Signing: 



Jai Chang Yang 



Title of Person Signing 
Applicant's Address: 



Managing Director 



Regents House. 1-3 Oueenswav. Redhill. Surrey RH1 1NH 



Signature: 
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